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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1 .1 14, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1 .1 14. Applicant's submission filed on 31 May 
2005 has been entered. 

Double Patenting 

2. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g.. In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Long!, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1,1 994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

3. Claims 1 and 2 are provisionally rejected under the judicially created doctrine of 



obviousness-type double patenting as being unpatentable over claims 1, 4 and 5 of 
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copending Application No.. 10/050994. Although the conflicting claims are not identical, 
they are not patentably distinct from each other because it is obvious that the charges 
are trapped in at least the surface of the dielectric layer and the ribbons would exhibit 
the same level of reflectivity given that they are made of the same materials. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

37 C.F.R. 1.608 (b) Declaration 

4. The declaration filed on 17 August 2005 under 37 CFR 1 .131 has been 
considered but is ineffective to overcome the Hawkins US Patent 6,233.087 reference. 

5. The evidence submitted is insufficient to establish a reduction to practice of the 
invention in this country or a NAFTA or WTO member country prior to the effective date 
of the Hawkins reference. 

In order to show prior invention, the Applicants must provide facts sufficient to 
show reduction to practice prior to the effective date of the Hawkins reference. In order 
to show actual reduction to practice, the invention must have been sufficiently tested to 
demonstrate that it will work for its intended purpose. See MPEP § 21 38.05. None of 
the exhibits provided in the declaration provide any test results or other demonstrable 
facts to show that the device will work for its intended purpose. 

Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
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(e) the invention was described in (1 ) an application for patent, published under section 122(b). by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

7. Claims 1-5 and 7 stand rejected under 35 U.S.C. 102(e) as being anticipated by 
Hawkins et al US Patent 6,233,087. 

In regard to claim 1 , Hawkins et al disclose (see Figures 1 and 2) a reflective light 
processing element, comprising a substrate (52); a dielectric layer (58) formed on the 
substrate; a conductive trace (60, 62, 64) formed on the dielectric layer, the conductive 
trace allowing charges trapped in the dielectric layer to escape as described in column 
5, lines 41-60 and column 6, lines 15-50; and a plurality of ribbons (72a, 72b) formed 
above the substrate and the conductive trace as shown in Figure 2. 

In regard to claim 2, Hawkins et al disclose (see Figures 1 , 2 and 6) a high 
contrast grating light valve comprising a silicon substrate as described in column 4, lines 
63-65; a protective dielectric layer (58) formed on the substrate; a first set of ribbons 
(72a) each with a first average width Wa and a second set of ribbons (72b) each with a 
second average width Wb, wherein the ribbons of the first set alternate between the 
ribbons of the second set and one of said first and second set of ribbons is configured to 
constructively and destructively interfere with an Incident light source having a 
wavelength X; wherein said substrate comprises a silicon wafer protected by a dielectric 
layer as shown in Figures 1 and 2; and a conductive trace (60, 62, 64) formed at least 
partly on the protective layer and in electrical contact with said substrate, allowing 
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charges trapped in the protective layer to escape as described in column 5, lines 41-60 
and column 6, lines 15-50. 

Regarding claim 3, Hawkins et al disclose that said dielectric layer comprises 
silicon dioxide as described in column 7, lines 50-60. 

Regarding claim 4, Hawkins et al disclose that said conductive trace is comprised 
of aluminum as described in column 6, lines 8-10. 

Regarding claim 5, Hawkins et al disclose that the width Wa >= Wb as shown in 
Figures 1 and 2. 

Regarding claim 7, Hawkins et al disclose that the reflective surfaces comprise 
aluminum as described in column 8, lines 30-33. 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner In which the inventbn was made. 

9. Claim 6 stands rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hawkins et al U.S. Patent 6,233,087 in view of Bloom et al U.S. Patent 5,31 1 ,360. 

Regarding claim 6, Hawkins et al teaches the invention as set forth above that 
the top surfaces of the ribbons in said first set and the top surfaces of the ribbons in said 
second set have reflective surfaces as described in column 8, lines 16-33 and as shown 
in Figures 1, 2 and 6. 
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However, Hawkins et al does not teach tliat the surface between the ribbons of 
the first set and second set has reflective surfaces. 

Bloom et al does teach that the surface between the ribbons of the first set and 
second set has reflective surfaces as described in column 5, lines 53-56. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to ensure that the surface between the ribbons of the first set and 
second set is reflective as taught by Bloom et al for the device of Hawkins et al in order 
to enhance the reflectance of the surface area so as to improve the performance of the 
grating light valve. 

Response to Arguments 
1 0. Applicant's arguments filed on 28 December 2004 and 31 May 2005 have been 
fully considered but they are not persuasive. 

Applicants argue that they claim the exact same invention as that claimed in 
Godil and since the rejection over Godil has been withdrawn, the necessary conclusion 
is that the Applicants have established a conception and reduction to practice. The 
Applicants also argue that the declarations responsive to the rejection over US 
6,169,624 evidence tending to demonstrate a date of invention of the subject matter in 
advance of the filing date. 

In response to this argument, the Examiner would first like to state that that the 
withdrawal of Godil has no bearing on whether the applicants have established a 
conception and reduction to practice and the Examiner has not concluded as such. 
Secondly, the Applicants should note that in regard to Godil they are not claiming the 
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exact same invention since tlie claim was amended and furtfiermore, a 37 CFR 1 .131 
affadavit or declaration is ineffective to overcome a US Patent, not only where there is a 
verbatim correspondence between claims of the application and of the patent, but also 
where there is no patentable distinction between the respective claims. In re Clark, 457 
F.2d 1004, 173 USPQ 359 (CCPA 1972); In re Hidy, 303 F.2d 954, 133 USPQ 650 
(CCPA 1962): In re Teague, 254 F.2d 145, 117 USPQ 284 (CCPA 1958); In re Ward, 
236 F.2d 428, 111 USPQ 101 (CCPA 1966); In re Wagenhorst, 62 F.2d 831, 16 USPQ 
126 (CCPA 1933). 

The Applicants further argue that the 37 C.F.R. 1 .608 (b) declaration statements 
themselves are adequate proof of actual reduction to practice. The Applicants allege in 
the declaration that it is apparent that the device does work for its intended purpose. 

In response to this argument, the applicant is reminded that there are three ways 
to show prior invention as set forth in MPEP 71 5.07, as follows: 

(A) reduction to pi'actice of the invention prior to the effective date of the 
reference; 

or 

(B) conception of the invention prior to the effective date of the reference 
coupled with due diligence from prior to the reference date to a subsequent 
(actual) reduction to practice; or 

(C) conception of the invention prior to the effective date of the reference 
coupled with due diligence from prior to the reference date to the filing date of the 
application (constructive reduction to practice). 

Further, MPEP 715.07 sets forth the requirements for conception of the invention which 

must include reasonable diligence as evidenced by actual reduction to practice, as 

reproduced below: 
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A conception of an invention, though evidenced by disclosure, drawings, and 
even a model, is not a complete invention under the patent laws, and confers no 
rights on an inventor, and has no effect on a subsequently granted patent to 
another, UNLESS THE INVENTOR FOLLOWS IT WITH REASONABLE 
DILIGENCE BY SOME OTHER ACT, such as an actual reduction to practice or 
filing an application for a patent. Automatic Weighing Macli, Co. v. Pneumatic 
Scale Corp,, 166 F.2d 288, 1909 CD. 498, 139 O.G. 991 (1st Cir. 1909). 
Conception is the mental part of the inventive act, but it must be capable of proof, 
as by drawings, complete disclosure to another person, etc. In Mergenthaler v. 
Scudden 1897 CD. 724. 81 O.G. 1417 (D.C Cir. 1897), it was established that 
conception is more than a mere vague idea of how to solve a problem; the 
means themselves and their interaction must be comprehended also. In general, 
proof of actual reduction to practice requires a showing that the apparatus 
actually existed and worked for its intended purpose. 

For the instant application, the issue is whether the applicants have met the 

requirements for actual reduction to practice. The Examiner wishes to cite the MPEP 

2138.05 which states the requirements for actual reduction to practice, as follows: 

For an actual reduction to practice, the invention must have been sufficiently 
tested to demonstrate that it will work for its intended purpose, but it need not be 
in a commercially satisfactory stage of development. If a device is so simple, 
and its purpose and efficacy so obvious, construction alone is sufficient to 
demonstrate workability. King Instrument Corp. v. Otari Corp., 767 F.2d 853, 860, 
226 USPQ 402, 407 (Fed. Cir. 1985). 

Furthermore, testing is required to establish an actual reduction to practice as set forth 

in MPEP 21 38.05 as follows: 

"The nature of testing which is required to establish a reduction to practice 
depends on the particular facts of each case, especially the nature of the 
invention." Gellert vWanberg, 495 F.2d 779, 783, 181 USPQ 648, 652 (CCPA 
1974) 

In summary, the Applicants have not shown actual reduction to practice by including 
evidence of testing of the device in order to show prior invention. While the case law 
cited shows that the sufficiency of the testing depends on the particular facts of each 
case, the applicants in the instant application have provided no evidence that any 
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testing was done to show that the apparatus claimed worked for its intended purpose. 
Further, a declaration by the inventors to the effect that their invention was reduced to 
practice prior to the reference date, without a statement of facts demonstrating the 
correctness of this conclusion, is insufficient to satisfy 37 C,F.R. 1 .131 . 37 C.F.R. 
1 .131(b) requires that original exhibits of drawings or records, or photocopies thereof, 
accompany and form part of the affidavit or the declaration or their absence 
satisfactorily explained. Furthermore, a general assertion that the exhibits describe a 
reduction to practice "amounts essentially to mere pleading, unsupported by proof or a 
showing of facts" and thus does not satisfy the requirements of 37 CFR 1.131 (b). In re 
Borkowski, 505 F.2d 713, 184 USPQ 29 (CCPA 1974) 

The Applicants further argue that the Examiner Is judging lack of demonstration 
that the invention worked for the purpose for which it is intended according to the 
standards of interference practice, not the standards of 37 C.F.R. 1 .131 since the same 
rigorous proof of utility is not required for 1.131 practice. 

In response to this argument, the Applicants are directed to MPEP 715.07 which 

states: 

The facts to be established under 37 CFR 1 .131 are similar to those to be proved 
in Interference. The difference lies in the way in which the evidence is presented. 
If applicant disagrees with a holding that the facts are insufficient to overcome 
the rejection, his or her remedy is by appeal from the.continued rejection. 

Further, in the same section of the MPEP:- 

For the most part, the terms "conception," "reasonable diligence," and "reduction 
to practice" have the same meanings under 37 CFR 1.131 as they have in 
interference proceedings. . 
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The Applicants cite In re Eikmeyer as evidence that that the same rigorous proof of 
utility is not required for 37 CFR 1 .1 31 . However, a closer reading of In re Eikmeyer 
indicates that the terms "conception" and "reduction to practice" must be established 
under the rule but need not be the same as what is required in the "interference" sense 
of those terms. This would indicate that a reduction to practice must be established 
under 1.131 practice. At a very minimum, the Examiner believes that given the 
guidance provide in the MPEP, a showing of reduction to practice must show some 
evidence that the apparatus functions as intended. The Applicants provided no 
evidence of testing or other facts (other than an a general statement in the declaration) 
that the device operates as intended. Therefore, the Applicants allegation in the 
declarations that the device functions as intended is inadequate to show actual 
reduction to practice and thus is ineffective to overcome the Hawkins US 6,233,087 
reference. 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Alessandro V. Amari whose telephone number is (571) 
272-2306. The examiner can nomrially be reached on Monday-Friday 8:00 AM to 5:30 
PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor. Drew Dunn can be reached on (571) 272-2312. The fax phone number for 
the organization where this application or proceeding is assigned is 671-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

ava^li^f /, / 

1 4 April 2006 /jAW^f^'^^^^^^ 
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